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PATENT APPLICATION 

IN TI1K UNITKD STATES PATKNT AND TRADKMAKK OFFICE 
BKFORE THK BOARD OF PATKNT APPEALS AND INTERFERENCES 

In rc applicalion of Docket No: Q6884I 

Akihim DKNDA, ct 

Appln. No.: 10/092,2% Group Art Unit: 2652 

Confirmation No.: 2668 Examiner: Peter Vincent Aguslin 

Filed: March 07, 200?. 

For: INFORMATION REPRODUCING APPARATUS AND MKI ITOD 
PRE- APPEAL BRIEF REQUEST FOR REVIEW 

MAIL STOP AF - PATENTS 

Commissioner for Patents 

P.O. Bon 1450 

Alexandria. VA 22313-1450 

Sir: 

Pursuant to the new Prc-Appcal Brief Conference Pilot Program, and further to the 
Examiner's Finn! Office Action dated May 5, 2005, Applicants hereby Hie this Pro-Appeal Brief 
Request for Review. This Request is also siccompunicd by the tiling of a Notice of Appeal. 

Status of the Application: 

Claims 1*13 are all of the claims that have been examined in the present application. 
Claims 4-13 have been rejected. Claims 1 -3 have been allowed. 

Claim Rejections whieh are the Subject- of this Appeal: 

The hxaminer has rejected claims 4, 5. and 7-1 1 under 35 U.S.C. § 102(c) as herns 
anticipated by U.S. Patent No. 6,292,-WO ro Lee (hereinafter "Lee"). 

In view of the following discussions, Applicants respectfully submit that the rejection of 
these claims is improper. 
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PRC-APPEAL BRIEF REQUEST FOR KKVIEW Alturncv Docket No. Q6884I 

U.S. Application No.: 1 0/092,2% 

Summary of Rejection: 

In rejecting the claims, the Examiner relies on Lee, which discloses a Moving Pictures 
Experts Group audio Iayer-3 (MP3) car player. The MPS player disclosed in Lee contains a file 
type detector 1 00, which receives audio data and detects whether the audio data are ordinary CD 
files or MP3 files;. As disclosed in I .ec. if the input audio data arc ordinary CD files, then the 
data are sent to the digital/analog converter 600. On the other hand, if the input audio data are 
MP3 files, then the data are provided to the MPS file inpul unit 200, after which the data are 
transmitted to the MP3 decoder 500. 

Wilh respect to claim 4, the Examiner alleges that Lee inherently discloses both the 
feature of a "judgment means forjudging if the program information is copied onto the second 
recording medium when the program informal ion is reproduced," and the feature of a "control 
means (or controlling reproduction of the program information recorded on the first recording 
medium to be stopped and the program information copied in the second recording medium to be 
reproduced it it is judged that the program information is copied." as recited in claim 4. In view 
of the following discussions. Applicants respectfully disagree. 

all eged. 

In rejecting claim 4, the Examiner alleges that Lee inherently discloses the recited 
"judgment means" because Lee discloses that the file type detector 100 determines whether or 
not a file is an MP3 file and. if so, provides the data to the MP3 file input unit 200. More 
particularly, the Kxaminer alleges that, in Lee, the data are provided to the MP3 file input unit 
200 (i.e., when the input audio data are MPS files), or the data are sent to the digital/analog 
convener 600 (i.e., when the input audio data are ordinary CI> files) and that therefore Lee, 
although indirectly, nevertheless determines whether information has been copied onto the MP3 
file input unit 200. T he Kxamincr's arguments fail for at least two reasons. 

First, the Kxaminer has not identified any aspect of Lee that discloses or suggests judging 
if program information is copied onto a second recording medium, as recited in claim 4. To the 
contrary, the Examiner has merely alleged that Lee discloses detecting whether the file of the 
audio data is an ordinary CD file or an MPS file. In fact, the determination disclosed in Lee (i.e., 
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determining flic type of in Formation on y disk) dues not suggest judging if program information 
is copied onto a second recording medium, as recited in claim 4, 

The Examiner also alleges that Lec discloses providing data to the MP3 file input unit 
200 when the input audio data are MPS (lies, and sending to the digital/analog converter 600 
when the input audio data are ordinary CD files, and that this indirectly corresponds to the 
recitations of claim 4. That is T the Examiner merely alleges that in Lee, information is either 
copied or it is not copied depending on a determination of what type of information is on a disk, 
liven assuming arguendo that the Examiner's allegations were accurate, according to the 
lZxarniner\s rationale. Lee only teaches determining whether to copy, or not to copy, information. 
In contrast to the reeitalions of claim 4, however, Lee provides no suggestion whatsoever 
regarding judging whether information is previously copied onto a second recording medium. 
Indeed, Lee's determination of the type of data on a disk is completely irrelevant to judging if the 
program information is copied. 

Hurt her. the Examiner has not provided any evidentiary support for his allegation thai this 
claimed feature is inherently disclosed in Lee. To establish inherency, the Examiner must show 
that a "judgment means forjudging if the program information is copied onto the second 
recording medium when the program information is reproduced," is neces sarily present in the 
MP3 player disclosed in Lee. (MPRP §21 12). Indeed, the iact that a "judgment means;' as 
recited in claim 4 mav be present in Lee is not sufficient to establish inherency. (MPEP §2 1 1 2). 
I lowcvcr. Lee does not disclose reusing the data provided to the MP3 file input unit 200 and, 
therefore, there is no need for Lee to determine that such information has been copied. As such, 
this feature is clearly no! m^ttrilv present in Lee. as alleged by the Examiner, and, hence, this 
feature is not inherent to Lee. 

In fact, the MP3 player disclosed in Lee judges if the data is to be provided to the MP3 
file input unit 200 (which the Examiner alleges to correspond to copying) before the audio data 
on a CD is reproduced. Consequently, Lcc cannot possibly disclose or suggest the feature of 
judging if the program information is copied onto the second recording medium when the 
program, information is r eproduce d, as recited in claim 4. 
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Second, the Examiner hiis not pointed to any portion of Lee that discloses or suggests the 
feature of a "control moons for controlling reproduction of the program information recorded on 
the first recording medium to bo stopped... if it is judged that the program information is 
copied," as recited in claim 4. The Examiner alleges that this feature is also inherent to Lee 
because Lee slops copying when an ordinary audio CD file is detected. 

i ; or at least the reasons discussed above, Lee does not disclose or suggest judging that 
the program information is copied. Further, no portion oN.ec suggests slopping the reproduction 
of information if it is judged that the program information is copied, as recited in claim 4. To the 
contrary, Lee merely discloses that audio data is not provided to the MP 3 file input unit 200 if an 
ordinary audio CD file is delected. Lcc does not disclose that the providing of data from \\ CD to 
the MPo file input unit 200 is ever stopped if it is judged that the audio data is copied, as 
required by claim 4. 

With respect to claim 5. (he Examiner alleges that Lcc inherently discloses the feature of 
a "controller,., wherein the controller controls the first reproducer not to reproduce the program 
information on the first recording medium and the second reproducer to reproduce the program 
information on the second recording medium if the second recording medium contains the 
program information," as recited in .claim 5. in view of the following discussions. Applicants 
respectfully disagree. 

Lc c docs not inherently disc los e the reci t ed "controller" a s alleged. 

In rejecting claim 5, the Examiner alleges thai the recited "controller" is inherent to Lcc 
because Lee discloses an MP3 player which determines whether to reproduce audio data from a 
CD or from a MP3 file input unit 200, based upon whether the file type detector 100 determines 
that that the CD contains a MP3 file or :in ordinary CD file. The Examiner's arguments fail for 
at least the following reasons. 

Claim 5 recites that information is not reproduced from the first recording medium, and is 
reproduced from the second recording medium "if the secon d recording mediu m co ntains the 
program information " (emphasis added). In contrast to the requirements of claim 4 4 Lee 
discloses lhat information is not produced from a CD, and is produced from a MP3 file input unit 
200, if the file type detector I UO determines lhat that the CD contains a MP3 file rather than an 

4 
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CD, whereas claim 5 requires determining the information source "if the srcnnd recording 
i!L^!MD conta ins the program informat ion " (emphasis added). However, I .ce foils to disclose or 
suggest that information is not reproduced from the CD. and is reproduced from the MPS (lie 
input, unit 200, if the MP3 Hie input unit 200 contains the program information, as required by 
claim 5. 

Conclusion: 

In view of the foregoing. Applicants submit that the Examiner has failed Lo show that 
each and every element recited in claims 4 and 5 is either expressly or inherently described in the 
cited Lee reference, as required by MPFiP § 2 1 3 1 . More particularly, The lixamtncr 
acknowledges that Lcc does not expressly disclose the recited "judgment means/ 1 "control 
means" and "controller," recited in claims 4 and 5, and has foiled to provide sufficient evidence 
to support a finding that these features are ne cessarily present in Lcc (and are thereby inherent in 
Lee). 

Accordingly, Applicants hereby submit that the independent claims 4 and 5 are not 
anticipated by (i.e. is not readable on) the applied Lee reference for at least these independent 
reasons. Further, Applicants respectfully submit that the dependent claims 7-1 1 are allowable ui 
least by virtue of their dependency on claims 4 and 5. Therefore. Applicants hereby request that 
the rejections with respect to claims 4-5 and 7-1 1 be withdrawn. 



Respectfully submitted, 



SUGIIRUEMION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 



Andrew J. Taska 
Registration No. 54,666 
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Dale: October 5. 2005 
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